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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding. 91187133

Applicant Defendant
One William Street Capital Management, L.P..P.

Other Party Plaintiff
Intesa Sanpaolo S.p.A.

Motion for Suspension in View of Civil Proceeding With Consent

The parties are engaged in a civil action which may have a bearing on this proceeding. Accordingly, One
William Street Capital Management, L.P. hereby requests suspension of this proceeding pending a final
determination of the civil action. Trademark Rule 2.117.
One William Street Capital Management, L.P. has secured the express consent of all other parties to this
proceeding for the suspension and resetting of dates requested herein.
One William Street Capital Management, L.P. has provided an e-mail address herewith for itself and for the
opposing party so that any order on this motion may be issued electronically by the Board.

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Facsimile or email (by agreement only) on this date.
Respectfully submitted,
/smk/
Scott M. Kareff
scott.kareff@srz.com,kari.campbell@srz.com
DDonahue@frosszelnick.com
11/14/2008
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IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THETRADEMARK TRIAL AND APPEAL BOARD

x

INTESA SAINPAOLO S.p.A,

Opposer, Opposition No. 91-187,133

-against-

ONE WILLIAM STREET, CAPITAL
MANAGEMENT L.P.,

Applicant.

x

MOTION TO SUSPEND OPPOSITION PROCEEDINGS WITH CONSENT PENDING
DISPOSITION OF CIVIL ACTION

Pursuantto 37 C.F.R. § 2.117(a)andTBMP Rule5 10.02(a),Applicant One

William StreetCapital Management,L.P. (“OneWilliam StreetCapital”) herebymoves for

suspensionofthe above-identified proceeding (the“Proceeding”)pendingthe dispositionof a

civil actionfiled on November3, 2008 in theSupremeCourtof the Stateof NewYork, Intesa

Sanpaolo S.p.A. v. One William Street Capital Management L.P. eta!., 603171/2008(the“Civil

Action”).

Applicant believes that theCivil Action will be dispositiveofthe issuespresented

in the Proceeding. Both actionspresentclaimsthat require adeterminationofwhetherIntesa

Sanpaolohasdevelopedtrademarkrights in thedesignation“One William Street” andif so,

whether One William Street Capital’s useof this designationis likely to cause confusionamong

therelevant public.
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One William StreetCapitalthereforerespectfully requestsfavorable consideration

of thismotion forsuspension.

David Donahue, attorney for Opposer IntesaSanpaoloS.p.A., consentedto this

motionin a telephone call with ScottM. Kareff, Esq.on November13, 2008, anda copyof this

Motion is beingservedthereon.

Dated: New York, NewYork SCHULTE ROTH & ZABEL LLP
November14, 2008

By: /smkl
ScottM. Kareff
919 Third Avenue
New York, NewYork 10022
(212) 756-2000

Attorneysfor Applicant
One William Street CapitalManagement,L.P.
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